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- Th MAILING DATE of this communication app ars on th cover stie t with th corr spondenc address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- tf the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- tf NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )M Responsive to cx)mnriunication(s) filed on 03 November 2003 , 
2a)n this action is FINAL. 2b)M This action Is non-final. 

3) D Since this application Is In condition for allowance except for fomnal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex paAfe Quayle, 1935 CD. 11. 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 1-16 is/are pending in the application. 

4a) Of the above claim(s) 3-16 is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) 13 Claim(s) 1 and 2 is/are rejected. 

7) 13 Claim{s) 1 and 2 is/are objected to. 

8) P Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 13 The specification Is objected to by the Examiner. 

10)13 The drawing(s) filed on 11 April 2002 is/are: a)n accepted or b)3 objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawlng(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
Priority under 35 U.S.C. §§119 and 120 

12) 13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)nAH b)n Some*c)3 None of: 

1 .□ Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. . 

3.13 Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

13) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application) 

since a specific reference was included in the first sentence of the specification or In an Application Data Sheet. 
37 CFR 1.78. 

a) □ The translation of the foreign language provisional application has been received. 

14) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific 

reference was included in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1.78. 



Attachment(s) 

1) S Notice of References Cited (PTO-892) 

2) CJ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) n Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 



4) n Interview Summary (PTO-413) Paper No(s). 

5) CH Notice of Informal Patent Application {PTO-1 52) 

6) [3 Other: Search notes. 
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DETAILED ACTION 
Election/Restrictions 

1 . Claims 3-16 are withdrawn from further consideration pursuant to 37 CFR 

1 .142(b), as being drawn to a nonelected invention, there being no allowable generic or 
linking claim. Applicant timely traversed the restriction (election) requirement in Paper 
. No. 8. 

2. Applicant's election with traverse of claims 1 and 2 in Paper No. 8 is 
acknowledged. The traversal is on the ground(s) that the separate groups have the 
same special technical feature, the transparent or translucent resin. This is not found 
persuasive because the special technical features were defined by the examiner in the 
restriction requirement (i.e. group 1 disclose making a device with a roughened 
surface, group 2 disclose the method of dicing the substrate, group 3 disclose the use of 
a reflector and the translucent resin has a concave portion, group 4 disclose a device 
that uses bonding tape), and each grouping of claims has different special technical 
features it would be a burden on the examiner to search each and every special 
technical feature. 

The requirement is still deemed proper and is therefore made FINAL. 

Priority 

3. Acknowledgment is made of applicant's claim for foreign priority based on an 
application filed in Japan on 4/24/00, 5/8/00, and 5/24/00 . It is noted, however, that 
applicant has not filed a copy of these Japanese applications. 
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Information Disclosure Statement 

4. The information disclosed fails to comply with 37 CFR 1 .98(a)(1), which requires 
a list of all patents, publications, or other information submitted for consideration by the 
Office. It has been placed in the application file, but the information referred to therein 
has not been considered. 

Drawings 

5. The drawings are objected to under 37 CFR 1.83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the roughened surface 
perpendicular to the substrate must be shown or the feature(s) canceled from the 
claim(s). No new matter should be entered. 

A proposed drawing correction or corrected drawings are required in reply to the 
Office action to avoid abandonment of the application. The objection to the drawings 
will not be held in abeyance. 

Specification 

6. The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

The following title is suggested: Side-emission type semiconductor light emitting 
device. 



Application/Control Number: 10/019,508 
Art Unit: 2824 



Claim Objections 



Page 4 



7. Claim 2 is objected to under 37 CFR 1 .75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is 
required to cancel the claim(s), or amend the claim{s) to place the claim(s) in proper 
dependent form, or rewrite the claim(s) in independent form. Specifically claim 1 is a 
device claim and claim 2 defines how the device is formed, accordingly the presence of 
process limitations on product claims, which product does not otherwise patentably 
distinguish over prior art, cannot impart patentability to the product. In re Stephens 145 
USPQ 656 (CCPA1965). 

Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

9. Claims 1 and 2 are rejected under 35 U.S.C, 102(b) as being anticipated by 
Hironobu et al. (JP 5-315651). Hironobu et al. disclose the a substrate (2) with an 
electrode (3), an LED chip on the electrode (5), a transparent or translucent resin (8), 
Hironobu inherently discloses that the resin would have a roughened surface because 
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the chip is cut (diced). With regards to claim 2 Hironobu disclosed that the chips are cut 
(diced). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Bradley K Smith whose telephone number is (703) 308- 
6261. The examiner can normally be reached on 10-6 Monday through Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Elms can be reached on (703) 308-2816. The fax phone number 
for the organization where this application or proceeding is assigned is (703) 308-7722. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
0956. 



